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DETAILED ACTION 

1. Claims 1-38 are pending in this application and presented for examination. 

Response to Arguments 

2. Applicant's arguments, see page 15, filed 9/8/10, with respect to the 35 U.S.C. 112, 
second paragraph, rejections of claims 1-13, have been fully considered and are persuasive. 
The 35 U.S.C. 112, second paragraph, rejections of claims 1-13 have been withdrawn. 

3. Applicant's remaining arguments filed 9/8/10 have been fully considered, but they are 
not persuasive. 

4. As to the claims 1-13, the applicant argues the subject matter is statutory in light of 
the applicant "expressly surrender [ing]" signals. Such a disavowal does not sufficiently 
address the language of the claims and may still be interpreted as transitory media in light of 
the claims and specification. The examiner has discussed the case with his supervisor and has 
been instructed to maintain the 35 U.S.C. 101 rejections of claims 1-13 in light of the 
applicant's failure to amend "non-transitory" into the claim(s). 
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5. As to claim 1, the applicant has amended the claim to read, "transforming, by a pixel 
array generator of the sender, the selected still image into a custom graphical emoticon" and 
argues the amendment overcomes the prior art rejection. The examiner respectfully 
disagrees. Heikes discloses the item may be retrieved according to an identifier and rendered 
into a custom wallpaper ([0058] - [0060]). The act of retrieving an item and rendering the 
item into a custom wallpaper is indicative of the act of transforming the item into a custom 
graphical emoticon as discussed in the previous Office action. A custom wallpaper is 
comprised of pixels and by definition the device(s) must include pixel array generator(s) in 
order to render the custom wallpaper for display. 

6. As to claim 14, the applicant argues Danker fails to disclose the array grid of pixels 
being displayed within the text message in place of the character sequence. The examiner 
respectfully disagrees. Danker discloses the character sequence being extracted from the text 
message and an appropriate icon being rendered in its place (Fig. 4; [0075]; Claim 1, 
"including the selected language expressions in a reply instant message"; Claim 12, "language 
expressions associated with the first instant message and other received content are displayed 
on the video display simultaneously"). For example, Figure 4 of Danker clearly shows the 
text message and the icon displayed in the same display area. The applicant's argument 
appears to be that the two items are not displayed in the same text message, but the icon and 
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the text message are linked by the speech bubble of Figure 4. Furthermore, the applicant's 
arguments are not persuasive in light of KSR. The alleged difference is that the location of 
the display of the pixel array grid differs by where it is located on the display screen. 
However, both the applicant's embodiment and the prior art of Danker display both the pixel 
array grid and the text message on the display window. 

Where a claimed improvement on a device or apparatus is no more than "the simple 
substitution of one known element for another or the mere application of a known technique 
to a piece of prior art ready for improvement, 1 ' the claim is unpatentable under 35 U.S.C. 
103(a). Ex Parte Smith, 83 USPQ2d 1509, 1518-19 (BPAI, 2007) (citing KSR v. Teleflex, 127 
S.Ct. 1727, 1740, 82 USPQ2d 1385, 1396 (2007)). Accordingly, the applicant claims a 
combination that only unites old elements with no change in the respective functions of 
those old elements, and the combination of those elements yields predictable results; absent 
evidence that the modifications necessary to effect the combination of elements is uniquely 
challenging or difficult for one of ordinary skill in the art, the claim is unpatentable as 
obvious under 35 U.S.C. 103(a). Ex Parte Smith, 83 USPQ..2d at 1518-19 (BPAI, 2007) (citing 
KSR, 127 S.Ct. at 1740, 82 USPQ2d at 1396. Accordingly, since the applicants] have 
submitted no persuasive evidence that the combination of the above elements is uniquely 
challenging or difficult for one of ordinary skill in the art, the claim is unpatentable as 
obvious under 35 U.S.C. 103(a) because it is no more than the predictable use of prior art 
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elements according to their established functions resulting in the simple substitution of one 
known element for another or the mere application of a known technique to a piece of prior 
art ready for improvement. 

7. As to claim 21, the applicant argues the claim is not properly rejected based on the 
combination of claims 1 and 14. The examiner respectfully disagrees. As was discussed in the 
interview conducted on 2/2/10, the examiner maintains the claim is properly equated with 
claims 1 and 14. Namely, claim 21 is directed to real-time communication between clients, 
sending a character sequence representative of graphics data of an emoticon represented by a 
single array grid of pixels, and sending the graphics data in a separate communication, 
wherein mapping occurs of the character sequence to the graphics data. Claim 1 discloses 
obtaining a character sequence, obtaining and transmitting the emoticon-placeholding 
character sequence in a communication, and via a different modality of transmission, 
transmitting the custom graphical emoticon in place of the character sequence. Claim 14 
further discloses replacing the character sequence within the text message in the 
communication with the array grid of pixels. Therefore, the examiner continues to fail to see 
how the proper rejection of claims 1 and 14 does not then also address the language of claim 
21. The applicant is requested to point out any alleged lacking features of claim 21 that are 
not present in either claim 1 or 14. 
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8. As to claims 23, 30, and 37-38, the applicant's arguments are similar to claim 21 above 
and therefore the applicant is advised to see the response to the arguments above. 

Claim Rejections - 35 USC§ 101 

9. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, 
or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

10. Claims 30-36 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

11. As to claim 30, the computer readable storage medium containing instructions may be 
interpreted as non-statutory transitory medium. For example, recent guidelines indicate a 
storage medium may be viewed as a carrier wave or signal that temporarily stores 
instructions as they are transmitted from a transmitting point to a receiving point. Recent 
guidelines suggest amending the claim to be directed to a "non-transitory" computer readable 
storage medium. The text of the recent Office guidelines according to a memo by Director 
Kappos are included herein: 
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The United States Patent and Trademark Office (USPTO) is obliged to give claims their broadest 
reasonable interpretation consistent with the specification during proceedings before the USPTO. See In re 
Zletz, 893 F.2d 319 (Fed. Cir. 1989) (during patent examination the pending claims must be interpreted as 
broadly as their terms reasonably allow). The broadest reasonable interpretation of a claim drawn to a 
computer readable medium (also called machine readable medium and other such variations) typically covers 
forms of non-transitory tangible media and transitory propagating signals per se in view of the ordinary and 
customary meaning of computer readable media, particularly when the specification is silent. See MPEP 
2111.01. When the broadest reasonable interpretation of a claim covers a signal per se, the claim must be 
rejected under 35 U.S.C. § 101 as covering non-statutory subject matter. See In re Nuijten, 500 F.3d 1346, 1356- 
57 (Fed. Cir. 2007) (transitory embodiments are not directed to statutory subject matter) and Interim 
Examination Instructions for Evaluating Subject Matter Eligibility Under 35 U.S.C. § 101, Aug. 24, 2009; p. 2. 

The USPTO recognizes that applicants may have claims directed to computer readable media that 
cover signals per se, which the USPTO must reject under 35 U.S.C. § 101 as covering both non-statutory subject 
matter and statutory subject matter. In an effort to assist the patent community in overcoming a rejection or 
potential rejection under 35 U.S.C. § 101 in this situation, the USPTO suggests the following approach. A claim 
drawn to such a computer readable medium that covers both transitory and non-transitory embodiments may 
be amended to narrow the claim to cover only statutory embodiments to avoid a rejection under 35 U.S.C. § 
101 by adding the limitation "non-transitory" to the claim. Cf. Animals - Patentability, 1077 Off. Gaz. Pat. 
Office 24 (April 21, 1987) (suggesting that applicants add the limitation "non-human" to a claim covering a 
multi-cellular organism to avoid a rejection under 35 U.S.C. § 101). Such an amendment would typically not 
raise the issue of new matter, even when the specification is silent because the broadest reasonable 
interpretation relies on the ordinary and customary meaning that includes signals per se. The limited situations 
in which such an amendment could raise issues of new matter occur, for example, when the specification does 
not support a non-transitory embodiment because a signal per se is the only viable embodiment such that the 
amended claim is impermissibly broadened beyond the supporting disclosure. See, e.g., Gentry Gallery, Inc. v. 
Berkline Corp., 134 F.3d 1473 (Fed. Cir. 1998). 



12. As to claims 31-36, the claims are rejected due to their dependency on, and inclusion 
of, the rejected subject matter of claim 30 above. 



Claim Rejections - 35 USC § 103 

13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to a 
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person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

14. Claims 1-4, 6-7, 11-14, 17, 21, 23-25, 30-31, 33, and 35-36 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Heikes et al. (Heikes), U.S. Publication No. 
2003/0225847 Al, in view of Danker et al. (Danker), U.S. Publication No. 2002/0184309 Al. 

15. As to claim 1, Heikes discloses selecting, by a user via a user- input device of a sender 
(Fig. 2; [0032]; [0036]; [0055], In. 1-3; [0057]; the IM sender system utilizes input devices as 
shown in Fig. 2 to select wallpaper available from the IM host system), a still image that 
includes a single array grid of pixels (Fig. 7; the wallpaper is shown to be a still image), 
wherein the still image is not part of an existing character set stored on the sender ([0059]; 
the wallpaper selection is sent from the IM host system to the IM sender system); 

transforming, by a pixel array generator of the sender, the selected still image into a 
custom graphical emoticon (Fig. 7, the wallpaper is shown to be a still image and the 
wallpaper may be interpreted as an emoticon in that the display of artwork of a wallpaper 
may indicate the emotions of the user who selected the wallpaper; [0058] - [0059]; [0060], 
"the wallpaper may include one or more flags to indicate, for example, if the wallpaper is a 
custom item; [0068], "the IM sender may provide a custom smiley theme"); 
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obtaining a character sequence from the user via the user-input device of the sender 
(Fig. 8, the emoticons are displayed with the associated character sequences; Fig. 11, the 
users input character sequences in order to engage in conversation); 

assigning the character sequence to the custom graphical emoticon, the character 
sequence representing the custom graphical emoticon, wherein the character sequence acts 
as a placeholder for the custom graphical emoticon (Fig. 8, the emoticons are displayed with 
the associated character sequences; [0068], "the IM sender may provide a custom smiley 
theme"); 

obtaining a message from the user via the user-input device of the sender (Fig. 11, the 
users input messages in order to engage in conversation); 

transmitting the message from the sender to a destination via a message-transmission 
modality of transmission (Fig. 11, the users input messages in order to engage in 
conversation; [0086]); 

separately from the transmitting of the message, sending the custom graphical 
emoticon to the destination via a different modality of transmission than the message- 
transmission modality of transmission ([0075], In. 3-12, the IM sender system may indicate a 
wallpaper, but not actually include it in the IM message, thereafter the IM recipient obtains 
the wallpaper separately). 
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Heikes is silent on the message including textual content with the emoticon- 
placeholding character sequence embedded therein; 

the transmitted message including the textual content with the emoticon- 
placeholding character embedded therein. 

However, Danker discloses the message including textual content with the emoticon- 
placeholding character sequence embedded therein (Fig. 6B; [0016]; [0075]); 

the transmitted message including the textual content with the emoticon- 
placeholding character embedded therein (Fig. 6B; [0016]; [0075]). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the teachings of Heikes in the aforementioned manner as taught by 
Danker in order to indicate emotions with character sequences while replacing the 
sequences themselves with more indicative graphical expressions in areas such as the 
conversation window or in an area near the user's screen name. 

16. As to claim 2, Heikes and Danker disclose the invention substantially as in parent 
claim 1, wherein the obtaining of the character sequence limits the character sequence to 
have characters less than or equal to seven (Heikes: Fig. 8, all character sequences are shown 
to be less than seven characters; additionally, the limit of seven characters is a mere design 
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choice and provides the claim with no patentable weight beyond the existing claim 
language). 

17. As to claim 3, Heikes and Danker disclose the invention substantially as in parent 
claim 1, wherein the single array grid of the custom graphical emoticon comprises a pre- 
determined sized pixel array grid (Heikes: Fig. 7; the wallpaper is shown to be a still image; 
[0060], "The wallpaper may further include information concerning its size. The wallpaper 
may be in a predetermined format and may be of a predetermined length."). 

18. As to claim 4, Heikes and Danker disclose the invention substantially as in parent 
claim 1, wherein the message-transmission modality of transmission includes text-messaging 
(Heikes: Fig. 11, the users input messages comprising text in order to engage in conversation; 
[0086]). 

19. As to claim 6, Heikes and Danker disclose the invention substantially as in parent 
claim 1, further comprising: 

receiving a request from the destination for the custom graphical emoticon (Heikes: 
Fig. 2; [0032]; [0036]; [0055], In. 1-3; [0057]); 
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in response to the request, performing the sending of the custom graphical emoticon 
to the destination (Heikes: [0059]). 

20. As to claim 7, the claim is rejected for reasons similar to claim 6 above. 

The transmission of an image such as wallpaper via network communications 
indicates the image is, or is contained in, a portable network graphics file. 

21. As to claim 11, the claim is rejected for reasons similar to claims 1 and 7 above. 

22. As to claim 12, the claim is rejected for reasons similar to claim 4 above. 

23. As to claim 13, Heikes and Danker disclose the invention substantially as in parent 
claim 1, wherein the message-transmission modality of transmission is limited to the textual 
content only (Heikes: [0075], In. 3-12, the IM sender system may indicate a wallpaper, but 
not actually include it in the IM message, thereafter the IM recipient obtains the wallpaper 
separately; Danker: [0016]; [0026], "entering text characters using limited input devices"). 



24. 



As to claim 14, Heikes discloses a method comprising: 
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receiving a communication by a message receiver (Fig. 11, the users input messages in 
order to engage in conversation), wherein the communication includes a character sequence 
in a text message (Fig. 8, the emoticons are displayed with the associated character 
sequences; Fig. 11, the users input character sequences in order to engage in conversation), 
wherein the character sequence is mappable to an array grid of pixels residing outside the 
communication (Fig. 8, the emoticons are displayed with the associated character sequences; 
[0068], "the IM sender may provide a custom smiley theme"). 

Heikes is silent on retrieving the array grid of pixels using the character sequence; 
replacing the character sequence within the text message in the communication with the 
array grid of pixels; 

displaying the array grid of pixels and the text message on a screen, the array grid of 
pixels being displayed within the text message in place of the character sequence. 

However, Danker discloses retrieving the array grid of pixels using the character 
sequence (Fig. 6B; [0016]; [0075]); 

replacing the character sequence within the text message in the communication with 
the array grid of pixels (Fig. 6B; [0016]; [0075]) 

displaying the array grid of pixels and the text message on a screen, the array grid of 
pixels being displayed within the text message in place of the character sequence (Fig. 4; Fig. 
6B; [0016]; [0075]). 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the teachings of Heikes in the aforementioned manner as taught by 
Danker in order to indicate emotions with character sequences while replacing the 
sequences themselves with more indicative graphical expressions in areas such as the 
conversation window or in an area near the user's screen name. 

25. As to claim 17, Heikes and Danker disclose the invention substantially as in parent 
claim 14, wherein the retrieving further includes mapping to a local storage medium to 
determine if the array grid of pixels has been previously stored in the local storage medium 
(Heikes: [0058] - [0059]). 

26. As to claim 21, the claim is rejected for reasons similar to claims 1 and 14 above. 

27. As to claim 23, the claim is rejected for reasons similar to claims 1 and 14 above. 

28. As to claim 24, the claim is rejected for reasons similar to claim 1 above. 

The obtaining of the wallpaper by the IM sender system was disclosed to be an 
earlier, separate step (Heikes: Fig. 2; [0032]; [0036]; [0055], In. 1-3; [0057]; the IM sender 
system utilizes input devices as shown in Fig. 2 to select wallpaper available from the IM host 
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system). Whereas the actual sending of the wallpaper was shown to be a subsequent step 
with an IM recipient (Heikes: ([0075]). 

29. As to claim 25, the claim is rejected for reasons similar to claims 1 1 and 24 above. 

30. As to claim 30, the claim is rejected for reasons similar to claims 1, 14 and 24 above. 

31. As to claim 31, Heikes and Danker disclose the invention substantially as in parent 
claim 30, wherein the character sequence allows real-time mapping to the custom graphical 
emoticon (Heikes: Fig. 8, the emoticons are displayed with the associated character 
sequences; Danker: [0009]). 

32. As to claim 33, the claim is rejected for reasons similar to claims 24 and 31 above. 

33. As to claim 35, the claim is rejected for reasons similar to claim 6 above. 



34. 



As to claim 36, the claim is rejected for reasons similar to claim 1 1 above. 
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35. Claims 5, 26, 28-29, and 32 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Heikes and Danker as applied to claims 1, 23, and 30 above, and further in view of 
Chodor et al. (Chodor), U.S. Publication No. 2002/0036990 Al. 

36. As to claim 5, Heikes and Danker do not explicitly disclose the parsing of the 
character sequence into an object name for the custom graphical emoticon, wherein the 
object name includes a globally unique identifier of the custom graphical emoticon and a 
location of the custom graphical emoticon in an emoticon object store in the sender. 

However, Heikes and Danker do disclose the mapping of a character sequence to a 
corresponding emoticon as discussed above. This is accomplished by the receiving system 
parsing received messages for word strings and emoticon strings, also discussed above. 
Therefore, at the very least, Heikes and Danker must extract an object name for the custom 
graphical emoticon. This is because Heikes and Danker parse text messages for emoticon 
strings and substitute corresponding emoticons for the emoticon strings. In order to identify 
the association between an emoticon string and a corresponding emoticon, after the parsing 
of the text message for the emoticon string, the corresponding emoticon must be identified 
and therefore an object name clearly exists for the emoticon. 

Clearly, the text-to-emoticon system has means for receiving an emoticon string, 
identifying a corresponding emoticon, and displaying this emoticon to the end user. In order 
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to do so, the emoticon must contain a mapping to the emoticon string, and the emoticon 
must be located in the system, and displayed appropriately. This requires that actions 
identical or similar to the ones claimed be performed. 

Additionally, even if Applicant is to argue that Heikes and Danker do not disclose the 
object name includes an identifier of the custom graphical emoticon and a location of the 
custom graphical emoticon, this is known in the art, as is shown by Chodor. An example of a 
character sequence that is parsed for an object name that includes an identifier of pixel 
emoticon set and a location of pixel emoticon set would be a URL that corresponds to an 
image. 

Chodor discloses the parsing of the character sequence into an object name for the 
custom graphical emoticon ([0081]), wherein the object name includes a globally unique 
identifier of the custom graphical emoticon and a location of the custom graphical emoticon 
set in an emoticon object store in the sender ([0082]). Examiner notes that Chodor does not 
need to disclose the parsing of the character sequence into an object name, as this is inherent 
to Heikes and Danker as discussed above. 

Text messages are known in the art to be parsed for text corresponding to a URL and 
translated into a corresponding hyperlink. Additionally, a user copying and entering the URL 
received in the email message would have the text parsed by a web browser when entered 
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into the address field. Furthermore, the URL in Chodor includes both a picture identifier of 
9897 and a location, as the URL itself leads to the location of the image. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of 
the invention to modify the teachings of Heikes and Danker in the aforementioned manner 
as taught by Chodor in order to identify images and their locations to a user/system so that 
the user/system may access and view the corresponding image. 

37. As to claims 26 and 32, the claims are rejected for reasons similar to claim 5 above. 

38. As to claims 28-29, the claims are rejected for reasons similar to claim 1 1 above. 

39. Claims 8-10, 15-16, 27, and 34 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Heikes and Danker, in view of Chodor, and further in view of Hickman et 
al. (Hickman), U.S. Patent No. 7,013,327 Bl. 

40. As to claim 8, the claim is rejected for reasons similar to claims 1 and 5 above. 
Heikes and Danker disclose parsing the character sequence into an identifier and a 

location of the custom graphical emoticon as discussed for claim 5 above. Heikes and Danker 
disclose the message that includes the textual content with the emoticon-placeholding 
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character sequence embedded therein as discussed for claim 1 above. Additionally, Chodor 
discloses the identifier and location being included in a message, in that Chodor disclosed a 
URL being included in a message and the URL including the identifier and the location of 
the corresponding image ([0080], In. 29-32; [0081]; [0082]). 

Accordingly, Heikes, Danker, and Chodor are merely silent on storing the identifier 
and the location in a header. 

However, Hickman discloses storing an identifier and a location in the header of a 
message (Fig. 22A; Col. 18, In. 45-48). 

The combination of Heikes, Danker, Chodor, and Hickman results in an obvious 
combination to one of ordinary skill in the art at the time of the invention that would result 
in the claimed subject matter of claim 8. Namely, Chodor discloses that a URL includes an 
identifier and a location of the corresponding file. Hickman goes on to disclose that a header 
may include a reference to the URL itself for display to an end user. Therefore, the 
combination of Chodor and Hickman would lead to the obvious conclusion that a webpage 
may be created that includes an image and a header identifying the URL of the webpage, the 
URL including an identifier and a location. The message, i.e. the webpage, includes the 
character sequence itself, i.e. the URL. 

Thus, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the teachings of Heikes, Danker, and Chodor by including the identifier 
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and the location in the header of the message that includes the character sequence as taught 
by Hickman in order to display the identifier and the location, that is the URL, to the end 
user in the webpage itself so as to provide easy access to it. 

41. As to claim 9, the claim is rejected for reasons similar to claim 5 above. 

Claim 5 includes a limitation indicating the object name includes the identifier and 
the location. The rejection of claim 5 above showed that the object name may be separated 
into parts indicating the identifier and the location. So the identifier and the location are 
parts of an object name for the custom graphical emoticon. 

42. As to claim 10, the claim is rejected for reasons similar to claims 5 and 8 above. 
The object name was shown to comprise the identifier and the location in the 

rejection of claim 5 above, and as discussed for claim 9 above. Additionally, the inclusion of 
the identifier and the location in the header of a message was discussed in the rejection of 
claim 8 above. 

43. As to claims 15 and 34, the claims are rejected for reasons similar to claim 8 above. 



44. 



As to claim 16, the claim is rejected for reasons similar to claim 9 above. 
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45. As to claim 27, the claim is rejected for reasons similar to claim 10 above. 

46. Claims 8-10, 15-16, 27, and 34 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Heikes and Danker, in view of Chodor, and further in view of Dawson, 
U.S. Patent No. 6,252,588 Bl. 

47. As to claim 8, as opposed to Hickman, alternatively Dawson discloses storing an 
identifier and a location in the header of a message. Dawson may be interpreted as being 
more relevant to the disclosure of the instant application as Dawson parses a received email 
message header for an image and then displays the image to the recipient of the message 
(Col. 20, In. 56-61). In other words, the character sequence (that is the file name/path 
identifying the image) in the header is translated into a corresponding image by Dawson. 
This is analogous to the instant application in that a character sequence is also translated into 
an image (a graphical emoticon). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the teachings of Heikes, Danker, and Chodor by including the identifier 
and the location in the header of the message as taught by Dawson in order to parse the 
header to identifying the identifier and the location of a corresponding image and display the 
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image to the end user. Including this in the header as opposed to the body of the message, 
leads to quicker access to the corresponding image, as the body of the message need not be 
examined as part of the process. This is more efficient, as the header is typically relatively 
small and limited in size, as opposed to the body which may be much larger and thus take 
more time to examine than the header. 

48. As to claim 9, the claim is rejected for reasons similar to claim 5 above. 

Claim 5 includes a limitation indicating the object name includes the identifier and 
the location. The rejection of claim 5 above showed that the object name may be separated 
into parts indicating the identifier and the location. So the identifier and the location are 
parts of an object name for the emoticon. 

49. As to claim 10, the claim is rejected for reasons similar to claims 5 and 8 above. 
The object name was shown to comprise the identifier and the location in the 

rejection of claim 5 above, and as discussed for claim 9 above. Additionally, the inclusion of 
the identifier and the location in the header of a message was discussed in the rejection of 
claim 8 above. 



50. 



As to claims 15 and 34, the claims are rejected for reasons similar to claim 8 above. 
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51. As to claim 16, the claim is rejected for reasons similar to claim 9 above. 

52. As to claim 27, the claim is rejected for reasons similar to claim 10 above. 

53. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Heikes and 
Danker as applied to claim 17 above, and further in view of Goodwin, III et al. (Goodwin), 
U.S. Publication No. 2002/0065931 Al. 

54. As to claim 18, Heikes and Danker disclose the invention substantially as in parent 
claim 17, but are silent on the local storage medium comprises a cache of temporary files 
used by a web browser. 

However, this is one of the most well known uses of caching in the field. Goodwin 
discloses using a local storage medium comprising cache of temporary files to be used by a 
web browser ([0005], In. 1-6). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the teachings of Heikes and Danker by caching temporary files used by a 
web browser as taught by Goodwin so that the same content need not be downloaded again 
the next time the web content is accessed (Goodwin: [0005], In. 1-6). 
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55. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Heikes and 
Danker as applied to claim 14 above, in view of Goldschneider et al. (Goldschneider), U.S. 
Publication No. 2002/0107925 Al, and further in view of Huntington et al. (Huntington), 
U.S. Publication No. 2003/0131098 Al. 

56. As to claim 19, Heikes and Danker disclose the invention substantially as in parent 
claim 14, including checking for the array grid of pixels on a local storage medium (see the 
rejection of claim 17 above), but are silent on if the array grid of pixels is not located in the 
local storage medium, then attempting to establish a direct link with a sender of the 
communication to retrieve the array grid of pixels from a storage medium associated with the 
sender; and 

if a direct link to the sender cannot be established, then retrieving the array grid of 
pixels through a server between the sender of the communication and the receiver of the 
communication. 

However, Goldschneider discloses if a file is not located in local storage medium, then 
attempting to establish a direct link with a sender of a communication to retrieve the array 
grid of pixels from a storage medium associated with the sender ([0032]). 

It would have been obvious to one of ordinary skill in the art at the time of the 
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invention to modify the teachings of Heikes and Danker by enabling a receiver to request 
retransmission of a file as taught by Goldschneider in order to allow a receiver to receive a 
file that was either lost or never received properly. 

Heikes, Danker, and Goldschneider are silent on if a direct link to the sender cannot 
be established, then retrieving the array grid of pixels through a server between the sender of 
the communication and the receiver of the communication. 

However, Huntington discloses if a direct link to a sender cannot be established, then 
retrieving a file through a server between the sender of a communication and a receiver of 
the communication ([0203]). 

Huntington teaches a method by which content unavailable from the intended sender 
can instead be sent from a cache server. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the teachings of Heikes, Danker, and Goldschneider by acquiring 
content from a cache server if access to the original sender cannot be established as taught by 
Huntington in order to access content from a cache server even when the original sender 
cannot properly send the requested content (Huntington: [0203]). 
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57. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over Heikes, 
Danker, Goldschneider, and Huntington as applied to claim 19 above, and further in view of 
Zhao, U.S. Patent No. 7,353,253 Bl. 

58. As to claim 20, Heikes, Danker, Goldschneider, and Huntington describe the 
invention substantially as in parent claim 19, but are silent on a direct link using a peer-to- 
peer connection using one of TCP or UDP. 

However, Zhao discloses a direct link using a peer-to-peer connection using UDP 
(Fig. 1; Col. 6, In. 37-39 and 42-48). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the teachings of Heikes, Danker, Goldschneider, and Huntington by 
including a direct link using a peer-to-peer connection using UDP as taught by Zhao in order 
to avoid the extra processing required in a client-server model (Col. 6, In. 42-48) and in order 
to take advantage of the bandwidth consumption efficiency of the UDP multicast form of 
delivery (Col. 6, In. 42-48). 

59. Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over Heikes and 
Danker as applied to claim 21 above, and further in view of Official Notice (See MPEP 
2144.03). 
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60. As to claim 22, Heikes and Danker disclose the invention substantially as in parent 
claim 21, but do not explicitly teach adapting images of various sizes and formats to a pixel 
array format of predetermined size, for use as the graphics data of emoticons ("for use as the 
graphics data of emoticons" is intended use and therefore not given weight). 

Official Notice (see MPEP 2144.03) is taken that adapting images of various sizes and 
formats to a pixel array format of predetermined size was well known in the art at the time 
of the invention. 

Applicant fails to disclose the step as occurring automatically. Methods for 
conforming to a requirement for pixel dimensions such as a user cropping and/or shrinking 
an image prior to use (such as the requirement for buddy icons to meet pixel dimension 
requirements or an emoticon to meet the required 19 x 19 pixel grid limitation as discussed 
for claim 3 above) were well known in the art. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the teachings of Heikes and Danker by adapting images of various sizes 
and formats to a pixel array format of predetermined size to get this well-known feature. 

61. Claim 37 is rejected under 35 U.S.C. 103(a) as being unpatentable over Heikes, 
Danker, Chodor, and Hickman. 
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62. As to claim 37, the claim is rejected for reasons similar to claims 1, 5, 8, and 31 above. 
The bulk of claim 37's steps such as creating of an emoticon by a sender, storing and 

transferring the emoticon, mapping of a character sequence, etc. correspond to actions 
rejected for claim 1 above. The language related to the object store and object name 
correspond to claim 5 above. The language related to the header corresponds to claim 8 
above. The real-time nature of the steps corresponds to claim 31 above. 

63. Claim 38 is rejected under 35 U.S.C. 103(a) as being unpatentable over Heikes, 
Danker, Hickman, Goldschneider, and Huntington. 

64. As to claim 38, the claim is rejected for reasons similar to claims 1, 15, 17, and 19 
above. 

The steps related to the receiving of text messages and custom emoticons correspond 
to the actions rejected for claim 1 above. The language related to the header corresponds to 
claim 15 above. The language related to the determination if the emoticon is stored in a local 
storage medium and the subsequent steps corresponds to claims 17 and 19, respectively. 
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65. Claim 38 is rejected under 35 U.S.C. 103(a) as being unpatentable over Heikes, 
Danker, Dawson, Goldschneider, and Huntington. 

66. As to claim 38, the claim is rejected for reasons similar to claims 1, 15, 17, and 19 
above. 

The steps related to the receiving of text messages and custom emoticons correspond 
to the actions rejected for claim 1 above. The language related to the header corresponds to 
claim 15 above. The language related to the determination if the emoticon is stored in a local 
storage medium and the subsequent steps corresponds to claims 17 and 19, respectively. 

Conclusion 

67. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. See the Notice of References Cited (PTO-892). 

68. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until 
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after the end of the THREE-MONTH shortened statutory period, then the shortened 
statutory period will expire on the date the advisory action is mailed, and any extension fee 
pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the advisory action. 
In no event, however, will the statutory period for reply expire later than SIX MONTHS 
from the mailing date of this final action. 

69. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BRIAN P. WHIPPLE whose telephone number is (571)270- 
1244. The examiner can normally be reached on Mon-Fri (8:30 AM to 5:00 PM EST). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Firmin Backer can be reached on 571-272-6703. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access 
to the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 
(toll-free). If you would like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 (IN USA OR CANADA) or 
571-272-1000. 



Brian P. Whipple 
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Examiner, Art Unit 2448 
11/16/10 
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